ate as 203 FJd 130S (Fedtlr. 2000) 



am 



Best Available Copy 



.1 i 



-i-r-.-?.? ^.ln■^ife>^eabie^t'•J.'■«^MlTSH!«S^■'- 
,/:.■.) '';;,>; ^d''Rtehftrtf!€<>'N6]:t<in:''<n ^-.ji:;. 

No. 99-1241. ^ ■ ^ ' 
Federal Circuit. ' ' ' " ^ 

patfente^ ^d-^paltentoa^Ucanti^ life ^8a£ird 
Ai'i>.<i;i ^ r, .irusbiii^l-.. aj<y-.i}h(ir<i- 'fcyjT^m 



mm 



IRIES 



203 FEDEMBiHRBFORTO :3df 

involved (^tdytife^*^<irwikin^ Of^PbeeSsea, , ; aijl^^i i?r c^prigipm:;stoji4^ 

were unpatentable. :as obviouiB; Applicant ^ jreyi^w idminist^ Proc^- 

^ppi^al^a. The 9p??rtt.9f Appe^ Iypi^e, '^^^ Act (APA) i& one of default; thus^ltji^t 

^(^c\4^ Ju^ge^.h^d (1) standard applies when the substantial evi- 



|n,dingsiw^i^^ r^evie\{rec[ \u\der.thet8iibr 
it^^tial .evidencje» g^l^s^d^of th^ Adjp}isr 
Jri^tiv^ Fr-QGeiureiAe^i 
4?g?^iafe '-li?5.cR-3d.5l94, KempsM FM 
l^%hi^)iMmA\^ jwsdicta^ji 
Qveri!}]9aidl #4 ook5ab§3®e:4ts , disS!#Qn^ In 
ded^g^ci^^uesh^ft pate^ ofxapplir 
<>ant*«^d^i3&i^ after patentee: withdrew ^ft^Din 
int^erence; (3) applicant isu daims tthat 
corresponded to interference couiit . were 
^unpai^nt^iale as qbyious'^^and (4> a<^<}itiQnal 
'^iainm . .t}|at did no;^ 'cqr^pc)nd .to mjerfe^-: 
eij^e count were un^ P'^yj??^®- 



dehe^- fese' *-^-iS deetned 

tj^:eiA.'§ #6(2)^ E). 



inapplicable. ' 5 



41' l^atfenty ©s-llBCe) 

peals and Int(^^^,nees .^puld b^^ 
by Court of Ap;^eals under substantial evi- 
dence gteritiai^'^f iii^ Adiiiiiiii^iive t^o- 
cedure Act (APA), not APA's arbitrary or 
capficio«B;-&to(terd,;becau8(^ Court's? re- 
view ^?as coaSned tp facfajali record eomr 
piled by Board during agiency hearing that 
was provided by statute. 5 U.S.CA. 
§§ 554(a)(1), .706(g)(A,. SI); a5, vU;SiS^ 
§§ 7(b), 144. ->vh-l 



i. Administrative liaw. 
. " <^763 , . . ......... .. . 

Under the arbitrary or capricious 
s^^id^^ qf revie?y,§et ft?rth m.tti^ Afij^ 
jgtra^i^ (J^M^ i^evioTs^ 

court must consider whe%jei;^ ihe dedsioii 
was based on a consideration of relevant 
factors and whether ther^J^as been a dear 
error of judgmehtj^lie^p^ Ihie standard is 
generally deemed to l^e Ihe most deferen- 
tial under the APA, the reviewing court 
analyzes only whether a rational connec- 
tion exists betv^^j^^ 
ings and :itei :ldti^mte/,^^^ U.S.CA 



kn^ Profefed^ 5. Patehts^ll3(6) 



ij'^ether Bo^ 
I^t^erence^ /.jposses^d . jv^dic^Qn . tp 

Q(}ntinue \^^^^T 
t^/^^cide.paten^^^ 

cl^flns, ;gft^r; paj^nte^ .withdt^w froia^^^ 
ferpne^, w?^ qijestjipn otkw .that Courts 
Appeals .would review de novo. 



I 706(2)(A). 



2. Admini^te^ive, 

The substantial ^^vviwce standard of 
review under tiie Administrative Proce- 
dure Act (APA) asks whether a reasonable 
lactifinder could "have arrwed at the "agen- 
<jy^Bi decision jaid^icohsld^ed'to be^a les^ 
deferential review standard ^tlvan tl)e dxpi- 
trary or capridous standard. 5 U.S.GA 
§ 706(2)(A, E). 



6: Pateittg <^113(6) 

T' - pp^ % a^ ahu?^ 

^td^ec^on^ :|[9C^iK^o^:tiie^ 
Pat^ ' ;ini^^ 

plac^^"''^ i^sue bjr 'tbe p^es 
jmte^ie^jcepjfj^ i:)w?r)fj^pn .^o^ 
wh^n'^a 4ec^ion is bas^^^ ^o^^ an errpneous 
intex^tati^^^ thjat:is 
npt supE^prte^^^ evid^n^jB, prtf 

^at d^dsipn repr^^nls an unreasonable 
jvtdgment in V^ighing relevant fa^tor^, . 3^ 
US^^,;.§,i35(a); 37 C.F.R,. § 1.64U4 



7. Patents <s=>314(5) 



" ,^ether a daimed invention i& unpatr 
entable as obvious is a question of law 
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based Kori; underlying findingB of fact; 35 artt.pateMi^: thdrS ?mA .niotivWicto>to",fi6in- 

, bine those prior art r.^6r«iee8; and 'prior 
i ! art did not teach away firom combining 

those references, .,,35 :U.S;GJL i^;105^a), 



G;A.§.103. 



13.' iPatents:<3B*ie(2-,-3)r.->- . -.^ .n>-i ■•- 
' '"Tie uj^natS'deic^ 



8. Patents <©»314(5) ;,. . 

, ;'I!h^ jffgpen^e ;pr. .absenpe of a; motiva- 
14q)}' t9.!§pmb!ijQeiprioff-a4. ref in an 

obviousness determination is ::a |)ivire .ques- 
tion of fact. 3PU.S.CA§ 1,03., 

Wtent8'-<Si=ili'^(6)'" '■'■ ■■■•■•^^ ^ . _ , . ..^ . 

LegS^coSsioncrfSiinessmade f Ife'^f S^^^^^^l 
by^rto of Pto^Appe^iyd Intefi # W 



an mv^|itL6n is obyi9us ^ a le^^^^^ 




^^deteriiiii^ 
viewed for substantial evidence; - kterolgafc- ^^f^ ^: r^^P^V V - i 

Kew^ps, 97 F.3d 1427. 5 U.S.CiA.^^^'706- 

Board of Patent Appeal^ jan<^ interfer- 
ences could retain jurisdiction over inter- 
jerefici^ pWiceediiig invblvffig^^al^htfee and 
patent applicant afte^^pSl^ht^S^^ Withdrew 
6;oiii;,rginte?tf^eneei; -to det^rn^e . is^iips of 

pateirtabiUty^ag to appUc^t^s . . - ^ , , ^, 

^.mi^^mm^^^ decided 

by examiner ex p8;rtei<^pia.fifiar)i did not 



'flu. 

. Sugg^tioft itc^ w 
ences that may result in finding of obvious- 
ness may come from, inter alia, the teach- 
ings of the i^df€i^enb^&^^6irfcgelve and, in 
some cases, from the nature of the prob- 
lem to be sohred. 35 ff^X^' i'mija^. 



toe jeatdytife iye^'ack^lag^^cp^c^a^ 
quiredialOvl ttoi0:6 isecdnijii^ r^itode 
tSme <^e unpatetitabjfe du^ito obvious^ 
nessgia^motlyitlon* td:^eombine prtoi^art 
patentavliG«3fetai|iih^»r*aB ' cEata limitka©ns 
acobev^fiSc^ ;:ithe; refeehces 

thetnselv€^Tandi,na*uitefiC^^^^ fee 
solved^* and aieg^d eviaenGe^o 
results ;did iiotnesfeabifeb: ncfriobvioilBne^i 
enc6s could -determine patentebflitgr issues 85>K^iGiAi:§ tG3(a^o'r(| ^^. i -v;.!:? 
raisM by UdiidiiMra£i^ ^^,w.^i ^..^ Lu;?:^.f?, "^^l Vt niiah 



abuse its discretion in deciding patentabili- 

ap^ii^^ (lll&s^^^W'l^^ 
were fairii^^iSd^^l^ dur- 
ing;th^;pij>^ 135(a). 



BpaM of Pateint ^PR^i?^ a^cj Ji^tfirfer 



(APJ) sua sppnte ii?, interf OTence proceed- 
ing, based -on tfie puMc'mfef^^^ and ab- 



sfence ofipr^udice^.taipppHc^ aai^Hlfeof ^^lan. ^''^^^^^^ 

ba^g .4ssu«s..re8oJve(i^ by5.,lBQ«rd; tather G6sti^/of 'New«¥orki Nfe^^iKork, argued 
thsn^at^sjjJifexamiBi^a -n^loH 

,jvxJv5->ik-:r.i ^ki "•''t''^"^^ ''^^' ''-M»Na^urifeWtociat6-^lSblite, Of- 

M.';rB^m;,^*6.25.iov;.:-:u. -.i ;;;B.;...i;vr..-;.H a^i^f>%^SbUdrti^r^^a? AtMgt^ii, ¥li|inia, 

- • iJi^jfe^^ibj p^tent^^ppfica=tibil^*@iAtlfig SriUed- ftf '^WeH^-^'. With ^Ifiiii^n. the 

t6'-^t4ly^i>^^(fi%cfeih^^^ bB^fW^^ 3iibin P>. BMt^ "Ac^ii^bBcitor; 

ji?g.;Jk;,qiignc|){.wer?, vinpate^taj3lf^;,djje to Jf^^M' Ac^iJ^gD^i^^SpUc^tor^ 

obviousness'' 'since. ■^dl '-t^ rlimitatioiJg in and Nancy Monieys .Isacsoni AssociateiSo- 

dSiMM inveMbn wei^ fottftd licitor. 



taes 



203 FEDERAL itBPORTBB, ^dWRIES 



Befofe; LOURIE, CLBVENGE-R.and^ 
RADER,iCkcait Jiadges. ^ i ■ " 



■ li^URIE, Oijfcuit Judge. ' ' -^"'^^^ ' 

Robert J/Qartsidey;iuid Ridia^ 
ton (coUectiyely . "Gartside") jappeal,,from 
thp^ flina, ^^^ Bo§M. of P^itent 

claims 34, 3^i) and 3t--47 of appiicatf 6?i ^er. 
No.Mn^8^62^^^ u^ripatentftW^ as pbyjipu? 



nmpig 1100 tp : li50OF 
duce a catalytically cracked fefihieat 
stream of upgraded oil cpntaimhg catr. 
alyst;' ' \ '^^m'-'^ 

• su'bstantialiy separatihg sia3d -ci^^ 
•from siaid tip^aded oil^ to a sepaii?ai#. 
and a^dPne; arid ^ -?'>^ - v^^ '^^^^J^*, 

quenching said up^aiied oil down- 
stream of said sep^a^ajtpr -^pstriB^ 
said cyclone with a quenching oil. 




Jd ^t &l -(paragr^^^ In^^^^j^ 
<^ent da^n;.4^ is. siinilarly "repyesenjta^e"^ 
_ of d^piend^t claiiT^s ,4§,, an^. 4§ . a^^ 

are supported by substantial evidence, an(i ^^P^^^^^: * ^r: . ^ .^ii: - - -^-neiy. 

41i t A: ieklalyiac' prPcess, eomprisiftg 1^ 
^ste^spf: 3. T-i /v^mi^^V. 



iiigs relating tp^ 



because the Board did n9t e^^in^,con^ufi- 
ing that the claims were unpatentable as 
btiVibiis * as a maftitf ' of law, we afiSrm. 



A Tfie/Inventim 

Gart^ide's application is directed tp 
"cracking" procfes^'eS,' 't^/,' pjroceSs^s 'that 
getxea^ate • losv - inoJeciflar: ; weighty n piitified 
tiydmca^bPna PMiefiire<icthol^ 
sitk^rby i breaktftgiidown! impure^ i high: mor 
lecuiari/^ weigM> Kj^diwarbon :>feed ^oili 
Gradang is ; accomplished by reacting im^ 
pujnBvfeed oil i?Hth "sQlids;r p^articulatei matr 
ter -that induces the breakdown^ '^^^^ oil 

eitheriA -^thefrnu^ iOi^rcataiytie ireac^ 
tneeh^nism. See '^27 application^ . lA^ at 
63.v:5aie diaims atvis^ directedito 
catdytic d:^ddng prociessesL Indifependeat 
daifti 47 has been argued to us as being 
**repi^entative** of claims 34, 35, 37-40, 
and 42-744 and r^adis as follows; . . * 

,::47. • Ai'catalytic process^ cdrriprisfeig this 
steps of: ■ ■'[■■■i-^u^-io] 

, . Qai;aly;^i^ mtc^g....^^ 

; . : : fped oQ,. m ^^^actpr :pf a ; ,<;at4lytie 

QCfud?iiig in tjie presence ,o^ .a 
crJgdcLclg^.c^ 



(a) delivering hot ,pa!rtieulate. ^t^ 
cracking solids tea catalytic crack- 

■''"/^ ^ ■ ^-'irigl^eactoi*;^ - • ' ' ' 

! (b) 4?l|iy^g;^? hy<^ 
■:.;..said.i;^^rs; . ' ^ , 

<Jradidfi|f said hydi^dcarbdri feed ffli^ 
' ' said teactPr at $ temperatuJe^^'of 
from 1100- WlBOOFte^prodttb 
crsuifcfed prPductj^: ■ .'•-''■■^''^ ^'f^^ . 

ip^ sep^^j^^ catelytic^ sq)i^. 
. ^ : ,fi^.iaip.prj^^ p^duc^bj. ■ ' • . 

(e) quenching ®aid cracked prodtidt^*^^ 

wherein the total xesi^ncgvtjpg*^^ 
step (a) through step (e) ranges mfef 

^ oit id ces^ondB. ^ tr^a 



1? 37 e;F;fcS§*'i.6di(i)' d^fin^ ah^ 
dic^l-y-in refevant part as fqllowSi: / 



> 'Gartside' <5opidd^ ldainis ^ fr^ Forg 
UvSv Pateint 5,043,058, entitied "Quencltoi^ 
Downstream of an Extemd V£^r;<3fi(*^- 
lyst Separator," into the '627 applicatioiij: 
attempting to prpvoke 'm' iril^^ncSS; 
pniFebru^ 4f;4J^94s the Adnm^i^tiye. 
Fatf^it Judge C^J'O de^dared. 

An interference is a pfdceeding iiisidtute^'^^ 
: the. Patent and Trademark Office before^^- 
,,?oard to 49,teniune. any question of patej^^j^. 
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ferOTCQ^betw'een^Gar*ade's^appUcatidh &nd Mudysifi as to/daira 'iT^^^r^^ vk i 11^12. 

Forgac'.aipaterife^^i5oei'Ba^^^^ llv^t h The-^ M?J- appareritiy cbhduaed ,«h^t.^ 

The AP J designated) Gartside ias ithq^ifeen* an^ysis was acc^tableLMth regaird to^the 

ior party^.diid Pist^gacr iisJthe' ^'jtmiori^ claims fbr which Garteidei had nott^resent^ 

ty^' in the interfw^e, because; G^fide^s ed spefcific fi^tentabiHty argument^ cnaind^ 



application wa&^am)rded aanefiKctive filing 
dateiiprtor id March. 26f -filing 
date ?of the ; appl&ati^)n thatci^sued' as; Foiv 

alao detenhined !t^^ ione coxint encQm* 

passed alicx^ith^ interfering' feufe^^ 

W ,c]a^ Z^l. or^ application 

that ^liSt ' cot^^ eiaCtiy-^B 
fej^;4^p^^^ ^li(^^ 

rr On Septetobepi 12i ;i99% the AP J)iB^ued 
an ic^er y£tddr©ssirigHthg /parf^ea^>^EQotiOI^ 
filed during^ the prdiittinaiyindtion period. 
See P^er::m. -41' at'l^^^^^^ Of Sie ^paities^ 
ei^t mdti0na,ucfnly tvvto' atij: iffeteii^ari^^ 
Gaitside/S Itmotion , to ^desifen§jte > tjertain 
yannsjas riot corresponding to ithe .^ounlj 
an4 Forg^c^s motion ;fai< jjudgmenb that] id^ 
o^;Qartfflde^^5-^airte.^wer-e■l^ lun-: 
der. 35.vXJ.a&i§ \ 103i ^ .3|he vdenied 
GarteidjB-B'inqti^ 3^ 
41; 4S,- arid;l46 ifet not mirestycindingjt^ 
cGunt^yqpncitiding -that Gartside ito^^ 
tp' show t^t thoae claiinS w^re)p^ . 
distjhcfc fewn tii$ 'o^ (^5Pre6jk)ndt 
togito.theiCQuofe \Se^ geii^^f^u^^^ 
The APJij^tea ittP^^ 
for judgment that Gartside's ^claims were 
liivaurf xinder ^ flM' - 'S^ h ' 'at 11. ■ ¥he 
M^te-1d^4rv^ tfiSt Mle^f^i^ab's 
%oB&n^^'1^ air'-bf eteMe^^ 

ciainis 'i3or?8spOT tkfe cdmV (cBirii^ 

34-4'^; W^&^ 6% perfoitried a §^^!:0^ 

ahUi^j^^^i prioril5;.;:ipf -inv^tipn b^fvyeein 
, two pr moire paxties claiming;, s^^ 'pafr 
ientette'ihVentidk; ; ; . An intfeffdreiiee may 
be dp9lared between one or ipore pending 
; ap^licSVib^^^^ br i^bte Viiiiexpi^4 

, p^teiits namiifg'tfiffereiit \ihen, in 

: ' ' the opffifen- 'oPan 
- H&id adif fine^irki pdikriV^niLsSn ciiims 
' foP sSiiB^atfiii^le'4n\^ktib^. * -'^ J? 



Ijr^ Claims 34,w 36^ Sl^H) and 42^, md 
indibated ,tlidt : thofe€f<i claims wonld thus 
^tand or<falI based :on the argamentei*inade 
on behalf of tMni '47A^mi(t fS.il2r<l iSihce 
Gart8ide^ai*gued^sepMateiy feepatentabBi^ 
t^ 6f/ dAims ;i36i?41r 46, and ■46/th^^iVPJ 
itidic^d that tiios%^ dfeims iwbMd'be ^^c^^ 
sidjdred apart firdhi^^^^ 
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foP th^' sSiie^ateiftitble 4nVfektib^. 
:^^¥ G:F:Rii§^^i;6eiti5 (1999);' 

2. 37 C.RR. § 1.601(f) Seizes " 
lows: . 



^ Ajii^j^^ the ^^ja|^ th?^t stood fell 

^%;ciai^^^^^^ 

^aipis.w??^ unpatentable ^^obyiQi^sVinder 

.^fhe^^b^ed 
copclu^ion,. jttnjv/^^ ]Ratent 

nisjiy,<^^9j^ f^(ji,c^ ;that m niea^y; ide 
tieal to; :the prjppgss^^^ d 
^i|ihe3r;^lone or iji^cpinbinatfon 

i:;UJS^ Patp^ . Whi<£ , dlSr 

djjseg app^&t?^^^^^ b,^;]gLse4 for l)o1^ 

^er^^; and.c^O^ytic Rrxxce§^ employirig 
lo^ V^^}^§f^^.^^ and>qfi<eixc^iii^ to ^re- 

APJt fa^d; thai; tb^ : motiy^tipq,; to^^^ 
the jyie^al (^]^g:i^^3^ 
patent with a catalytic cracking process as 
disclosed in the '235 patent arose fi*om the 
n&tiSa^^of^th^d solvted; riz,, 

Mdesii^a # the pi^^iice 6f 

tkgr^riM 0^ M ^t 15; 

ThU^;W)^J'cbnau^^^^ 47/^ 
^^^iiia %4;"S5,^ 37^0, ihd; 42^^ 
wfei*f^\mp^^ ^Meiij^d 

A-.cpunt 4^fine^ jthp jnte^emg 
. . tery betjween t^^ or more applications cir 
bfefweeri' bilfe or "isiy f d i^pii^dUoM' anil' one 
cfcimoi;^ patejc^., i/Vt,fJje tiine th;^ mterferr 
i - en9€^ijs initially d^J^^^y ^ cqurit^^sh^^ 
: . . brQad: . ^Si9}^ 'iff UjP^P^P^ ^ ; w ' .the 
ji/V ^l^^™?. ,the prior^ 

i ^n4' 4esignatei;tqjGprxesppn4'to the; cQiint 



count" as fol- 
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;: :(Ha^g previSUs^lSbnduded tfeatxd 
86ii41ft45^ ianS 46^<iid ^)k)tsta^4;^ with 
elaim.^ 47,s^HiB rAPJihi^roc^ded ? to -toaly^ 
thpse vcpms fas i if iEorgfec : had moti placed 



fend ^Jartsidet^ach fited to 
ndth^ of ^^hiob^ persifeded ihej exaimn^i* 
totvdfepsrtf fix)tri ^1^^ me 
Paper(oNo;:50rat^:15A 5 1?ie : APJ thenj oiv 



tiieiT' patentability at issue.; ;13ie APJ |ieldj deceit- th& parties to 8foow(feaifee whyjjudg:^ 



ma ^p&ni^ that daims 36^'4Jv;45, and 46 
were ufipatentable under § ;103, based ioii 
the: i!ftl5. ?pat^t in} vim of 'TJJS.- Patent 
44l^;221 (Gasta^os), i>r mMm€tmoyp2i^ 
ents ;in5Hew of tJie^SBS patent^, incq^rafe 
ingf his teasOning with respe<St to ;dainis 34^ 
35, 37-40, :42t44, ^di47, ^rSee afe 18449^ 
As not0d abpvev espentiaJJy all ^»the^^^ 
tations of claims 34, 35, 37-40, 42-44, and 
47 v^kri ' -fckmd ^ in'^ cpnMpibn^ of 
Ifie *645 pat^w^ ■Sfebfe 
ato^^6;^4i;^^ ^tf ^6 each'cdi^ta^ 
tlid^e; iffiri as an Mdiiioh^ 

fanatic residfenc'e time' Kn^ APJ 
lieedeS to add orie'^^Mditibfiai ^efei^ to 
complete the cbmlniiatidn. '^Aiecbitiiiigly, 
tiie addfed dastagrios ^ to ^th^ %4S 
and '235 p^teht 601^^ 
discloses the firedse kirietici^ 
l^ted in dlaiitm 36, 41, 45, ahd 46. ! "vcL 
atl9-20: The APj a|ain ft 
motivation td '^^ th§ teaChiA^gs 6f 
patents &^6s^ frofri t^'e 't^^^ of %He pi*6b^ 
leih to be sdl^d, te.;- optiniiahg'^J^elds by 
^Voiding iindfe^ired Sei- icL Bi 

Gfartei^e; r^quest^ji .j^e!?on]^eratton 
tiie de^^ off^hjbs ^gptio^vitOj^re^e^ 
claims 36, 41, 45,,f^^^,4^ asrpot.co^^ 
mg to the count, se,^ ]Pap^,No,,45, ^m^^^ 
granting in part of Fqrga^'s motion hold 
Gartside*s daims^^^ m^X 
§^103, see Paper No. 43. On reconsidera- 
ti^, the APJ denied both of these re- 
qu6fets, ^. See Pap^^^^ 49:' 'A^ f6r:the;swa 
^or^ yipi^^ pi upp^tentabifity, F 

3, Althotigh iiot al^pealed her^, thfe AP!r also 
' concliidefl 'that claiiioCs 1, 2/ dnH 13 of Tor- 

gac's '058 patent Were all uhp'alentible tinder 
' § 103 based on the '645 patented U.S: Pat- 
ent 4,7^64;268; pr over 'those tw6 ttferte in 
combination with'tMds' *235' 5^'itent Sfeead. at 
21. 

4. The APJ noted that in his response, Gartside 
had not contested the API's sua sponte hold- 



mefit 6h(Juidi^ot; bei^m^ against thi^^ 
with -respec^LtoTte^ of( aU^thfe 

daiftisicorresponding to the^cpunt. 'SeeMi 
Ih' resi^Shse^ F6rgae)\ and. Gartside eac]^ 
recpested^ final ; hearing ^fbefom^^^ o^^ 
Board. ;5!^e Pjy)ervNos^<61 and 5^,i; r^gc^Kiq 

! '''^(yn)&^ ^ ^^1996) ' F(M^ ' withi^^^ 
reou&t ibr ^ final heariner! at^feiioriz^ 



t[ie,'j^J fo^^ is 
tiie 'Ofe paitent. See Pa^6r tJo.'^ at!'i-2! 
DespM^Argae'sZ.withdr^^ 
terferencfejithe^APJ held thatv^^ 
ence should proceedrbase4 ^n=^p 
in Peticms vj Kw&n, Sm FM:4^^^^ 
USPQ2d:.13Q8 (Fied.Cfa-.1989), aslthe isi^ 
siirrounding t}ie4>atentabiUty GartsideS 
claims Md been fau'ly plaoed at issueti^id 
fuUyifdevelop#;iduring ' the faiterf^AcG^) 
and thi^y i therefore should Jl)e ^fe$0lvedlf«ap 
the sake^^f ^e liubUcvihteres^^^^^ See >iPap#? 
No. 64<at-3^.n Gai1»ide requested r^^ 
rfderationiDf this order' /and a^Sked that liib 
ipplifeatibh ^be remanded \ tb^^^t^e » primaiy 
examitidr for feirtiier^^^^^ Se0'^ 
lier Nb; 6S at 1. ^e APJ dismissed bb^ 
rfequegts; 3&ee Pap^ Nb. 66, * ^d^ &^>fi»al 
hearing was Md bnmy 21; 1998.^^ 

The poard first, ^leld that the A^^^ 
erly cpncli^ded that i^e ,BQ?g:Hi fpta^i^ 
jiiri^diption oy^ the; patentebihiy i^ 
raided in tiie interferepce. Sj^e , 
PapOT No. J2,at lie Bflaijd reas^ 
iiiat under our decision in Schulze y. 
G^T^er^^ 13Q F.3d 45 USP(^ 1770 
(FfKi -the Board shpuld ^d^cide 

; ing that cfaipi 36 was , wpatent^ab^^^^ M^^^ 
I Np. . 4*7)^ jf^^per. No. ^ 0 ' at^ ^ 4, . and the API 
^. :thy5 r^ji^ier^^ judgment kccor^i^giy. ; \P^f' 
....lyise, tiLCj-Bp^u-d did not addrj^ss this clainJ-in 
its final di^isioni see Paper ^islpr 72 aJtjlQ^. IP* 
and Gartside does not argue; the p^ental^ijity 
of claim 36 on appeal. ,^ . . ' ■ 
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pftt^tability ^ issues Respite .P&r^'s . stilts ixi the^ifornpi the^."secoi^' Johnson 

^tfidrawali; a& rthbscfi issues weri^ *<ftaj*ly declaration" was unpersuasiv«,?=3as that evi- 

mfeed atnd My 'developed in thi^bm^e of dence^ did nqti pertain to jtfee. sme .prpoess 

the " iiit€^eraice, See id- at T^^9. as thai of tiie claims i^^^ See icL al 

Boi0«d alsoVnoted that ' Gartsideo n&t 306». V 
diiad^antfiiged by the Bo$i!!fd^s 



gjg6^oEt^ifeo? retaSn-Jiirife'dictibb' rather 
g^decj ,^liiat; . the ^/^J^.^ci nj^t abu^e 



DIS(aUSSI€>Nv 



Us .rv;-': AH-r v./ .rAi-S..; 
In DicUnsm v, Zurk&r 527iU;S) 150j 119 




based on the '645 patent aloAQjpr.^fl^ ^^'|^^^"'^^5^^ ^fi^.^i^'^ P^^^ : r; 

nation with the '235 patent ' See id " at 19. ^lii^^t^^ statfM "bf rfevi^ of Pf p 



fti^/'S^e^^^i^r^^-^^^-^^ ■ ^'"^-^ i^e^^fenaards^ge 



Sve^ l4ocedure- A^t ^ IJ;S:C1 
As for claims 41, 45, and 46, -the Board f 7{fe (B94), Se^ !^Wfco}^ S;Gt iM. 



,1 Secidon J<)6:- ^ ^in,^ii!Bjjeyapt ^art, as 
follows:-. V- : : : ■ v;. ; - ^ - -y^ 



firpl l^^^tiiat „^ djfl, ii(ot a^l^^^ 

discreQoh in denjrag tjarts 

J^}\ ^/::Vj^^ ifbu-T'On; ^■;n::3i:.n-i3 Oor: 
rea^ign9.te . tho§e, claims as not corre- 

^i^dm^^^^ reasoning .th^ 

GaJt^ifeThs^ iiiat . thoges rrfL • • ^ l iv-^ 

g ^D<'.c':-ia • •/'>--^/-'iiYH^*^. Li - /'-a - ' --vf?^ .The reyiewing coint.^ah : 
dsoms. were patentably distinct from the ^-^^^ v^irTTu- ; ^ 

jth^ 



§ 7013? Scope of Re^eW' ' < 



otaier. 



. correspon 



to the count 



held Qj^jt mi^ ^j^i^^ 



under; J 



J. acticjn^/. 4^^^ /^wcliisj^j^ 



b^^.o^^,^||.c()i]^^ 

ent: a^d 'tj^e JD^ or tho^^q twg 

J>^.]t?e J^pL^^ 
ipg);^d;fpoip^^^ 

see id at^:^S5^27, . T^e^^^^^^ ^ftlfqupd 
that Gartside's evidence of unexpected re- 

— of. review witn.f^pect t;b interlocu- 



C^) ^Mti^ary, ea]{)ribi6tis, kfi abuse* of 
' " ') filfeii?6iabn, bi^ btiJerv^^nbtyitf^^^ 
.;^:T^'^^leo^dMce'•w^th^a^ >:0 'h;:-' 



* * . 



(E) unsupported by substantial im- 
dence in a case subject to sections 
^ ^^-^6^d W-dfm %itie^r dther- 
- wSeT^cM^<!>H-^4f^ 

./discre.J^ ,AE^terlopu|9,^y p^d^ ^all.J^je 

^ ^ ' gre^umed to qiv'e tieSeh .c63brecf^ and the 

*''t6iy etfd^S^ktef^d^ffi^ bii^aen T)f siioxving in'Mus^-bf-discre^^^ 

^^f ' 'l9ie>Board iti^ dl^'^nsider'-w^ibe^it^ ^ o/^hall bC: oH^^dii&^^ait^ Sttickiiig ihe^oraet: 
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ini4^^?Vllfv'& tcary. ^pricious." .See Ammcm i^ap^ 



Cbuft idid 46t detCTpi^ 



t}i«> "iBtrbitrary, (B^ri^tts",^r;stfifflLdai^rt /j^i? 
"more lenient" than th? "substantial evj-r 

..... ........... .v-^- w ■ ^ tJ;S;' i36,v-i&r^^/^C^^ 

through which we test the decision of ^tto evite^^ ^4tioM i^ei^ 

the Bo^d itf this case. 6y^eialr^^ ^K& 



whether the correct standard of review tor 
pro findings of fact is the "arbitrary, 
capricious" or the "sub evidence" 
test. See Zurko, 527 150, 119 S.Ct at 
1821, 144 L,Ed.2d r43,#)^^S*»Q2Jd a^^^^^^ 



We feel compelled tp decide that qjaestipn, 




rf^fw is hj^Wiy ^efi^^nti 
st^^Sffd, a revtei^^g 
^ether l^i deci^io^^ basi^ an ' ^ . qon- 
sfdfration of rpleyaiii fetors apd- j^hqij^^ 
tilery h^ .^pen ,^ 

jf4,Ed.3d 136 (IjSlTl), . JElecaus^ this sfelii- 
diard is generally considered to be the 



MUhhei': 

H - f;r^;;\q ■■'*■■ :XVi-: x'-y^i^i^ 

, Substantial eyidenc^ , jis iporp . than.jrg 

. 'm^i;e : S^ s i^^^ 

evi^eTice as a reaspmble 

. acpept af adeq^^ 

sion.... I^ere uncon-oborated hi^^ 
or rumor does not constitute substantial 

iv"ievidence.^^>- S-:;.^^.;; -t^T 




tive Law § 51.0?,,at 51-t117,(4999) 
narrowest scope of judicial review of an 
agencyl's] fact Mdin^ fe ^tfforded by the 
arbitrary, ^pridous, or abuse of discretion 
test"), the reviewing court analyzes only 
^hetfier a ic^fion^^ eicists be- 

t^^ri th^i a^erfcy's fk^ its 
ultimate action, see HyimMViJtehs. Indm. 
Ga::vUi /IX; ^:899 1^ 14 

U3EQ2dil39.6, a4Q0 (Fed!Gir;1990) (noting 
that the ^tquchstone" oi.^tli0 - "arbitrary, 
>ricious" standard is rationality); see 



Corp, u-UhiteU SMes^ lM^ _^ ^^^^.^ 
(I''ed.6iri:i999) (qubSngl^ CimsolS^^ 
The Coiirt has empliasized thai "substan- 
tial evidence" review mvolves exanunar'^** 



•n 




bdkeHi^i^ * 346 U:^ 

487-^; 7r^^te^lE56,^ 95:1^:^ 

(iS(5l5^*T*6- dburt:^^^^ 

fer^' tfiat ^iiie^ possibility 

iifconslstent'iipiid^^ f^-olli''th^*eviHenTO 

^ . . , ^ o 00 X do^S^'^hbt'preveH^^ 
also 6 Adrntnistrative Law § 51.03, at 51- ^^.^^^^ iS^hi^ti^' ^i^^ 



. .[2]^ pii the ot^^ t|^e "substantial 

pvi<}jBnce'V,3tejid?L^^ asks whether a reason- 
able fact finder cbuld have arrived at the 
'^€ii<^B deasS>hl se$ C&nsolidaXSd Edison 

Co., ilNijiB,;^ 229, '69, act 

206, 83 L.Ed. 186 (l9iS);;\ see generally 2 



M\ikt^ Cdw^^'Tii' 383 O.S'. 607,' 620,' S6 
S.a. 1018; 16Ii;fid;Mi3!(1966)^ • 

[3] Moreover, courts have recognized 

th^t the'*Vt>ii^i^^!<^^^ standard 
one ot <ief&m-. .See %8s6ckitipn^^ 
Processing. ■Serv. ..Orgai,:. Inc. u Board of 



Charles H. Kochi'^Jr;, AdfMnisinvtiW Law G<yv'emors of Fed "Resme Sy6., ^745 
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611; (D.GvGifiifW^(the <»trary, ca^ its: id^iidifeatoty proceedings.- faUs witMii 

pl4dous^.' standard "is~a 'cafeeh-aU, :i)ickmg the'second categery of § - 706(2)(E)^^ei^''*ou 

up' aaiHini8trative-.iate oaierwise -^vi^ed on Ifee reeord of 

Ijv th^ other nioite spedifib psa^a^&pWi agency hearing provided by statute. ^5 

see m&mmmse^i, ComnwdUy QreM V^J. 1(0^),^^^ m.fffj 



lm^• In othe^ t«n^;=^tiie -arbiti^^^ '^- -^^^^^^ 

pridou8•^.gta«da«iiappUe8 when lihe^'suh^ m^^^M. mM^^^W^, 
stantialnevidenc6'?^test-6f 8ecia6»:706(2)(E) lifted ^tate^ Cpur^. qf 

ers & pacts. lAssW vHFA^m:^i2& 965, fropj.mQ|i,,an appeal ^^t^onth^r^ 
^69 (D;eiC&il978). iTliti^.t we "return. to W^^,^,^^^^^'^^^ 

. i-.-L.--s ...:;vv.>iv-n ' • ' ■• r'^i- reasonithat th? OoM is. recLuire4 

.r[4]:>Sfectio«.»!708^]ii)ir#tw^ ^H^lfe-%^.^'^^:f^ 
f<«ub8tanfia; evidfenceV.4<^vi6^ois/.affiJirded ^ *PI^^ ^.^^rt ?^^^^^^ ^ 
to agency)f«*findii^^erfbtoed.d^^^^ ^"^^ f^S^t Tf^^^^^ 

factfinding peirfbiteed in' "acasesutge^^^^ ?f549^/^^.p??^-, f.-.n- ^:|^ .;:Mr:.r. 

T^i^rBiQard of 'Patent App«iiiJ6>»ndi^^ 
ferienfles #ajl, oniwritteii , appeal of ;a^ 
applicant, -iff^Vie^ a4yejge decisions,x0f 
exat!iiners J«pon:aF^Up«lM^^^^ 
F^act^'di^^^f^ ffie ,:^^a^d";-Ses;[^^^^ ilagai4,shaU (i^tern^^^iSftrity and pate^ 
within ih^ ##i6aif g6i6^r^ ^'B^ iexMBes ,. ^ability -of ii5venteiinfMterferen,ces ^d^ 




PtO. a4jUdic^t6n'#6m''<h^ triai-t^^i^pif^- r,(!i^;«nd§p ftBc^o©>13Ji(a) of itibi^i title, 

^edd-es m*'i6Mi;t%' VlkC.i'f'M . M^aehMVe^. mi fnl^V^i.^- h« 

56t;' ^pebifickir/'secyBif : ijhmi. M lea?t!j;hrepimgmber8i of ;tfee 

citf^M agfeticyf a4jtife i^^: ; ..5oard:ofi J^alient, Appeals/ and Jnt^^- 

^iii^eiilts whten ih^ ''AiMt 'matter ''^^^ - encftSr .wk- sbaU^ ^ 

ffiat ^^dicatioH Is :8tti3|e^ 'to - a 'stibsies: ,; j^Cpninussionerv iOiiajf th^, BQspi^.of 

(jiieiit trial" '*wn^;^-\.^ee ' W', XJM$ ent:Appe^ iand Iftt^er^ces-hasi ,tfee 



.V- \,y:^ 



ig-'^(a)(i) (lS(&4) iri ifiie' cksfe' ol' Bba^k ., ^^u^orityi^io grant reWnW*. 

TliuS^^tiie plaiii lariguag^'of §§ 7 ana;i44 

§ .146 :(19M) eC^^Hl acfifbftin c^ bf ^t^^ #m iiidicates ti^ We re.^^^^ 

ferenCe'Oi ':'^A^*aitt% tiif e 1^ ^^^^ -ori^tiie reiord of ag^ilcy 

felatdtfes^ actafe Wat -^^fibkt^ ; factfindmg ^ j^^aeU W BtatAftfef im '^ 

d6& tiSt^fail%ithin;thfe ffi-st-fe^^^^ ffie^kfore reViSw Bbkr^ ^iifihaiiig 

.§-m(^E^|. for "substantial evideH^e."-''5fee--« 

cicttw^^ 1^roas,:Leo?^d,.^toll) A,Clfq(rly ^^rrom- 



Board ^^eteSndin made iu^the cqur^^^^ m ^f^J^rd^^^^^ 7^!. J?v 

: r (i).W.se^oit:Jibplle*l'^actoniiiig. to -=.>h; :^o.f the .Iaw:.and>.&e-feete de .novb; tn.a . 
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review iibased 35. U>S.€; 'rM '7(W -^ 



sjiiU : tif^^ to'tiie difl^^^ Court 
^<|; M £iie- certi- 

;^fet' of me document tHe 
recbixi' 

dosed; m fliaf t^e :6b^d^^^ deasioii ,must 
be justified within tfie f dot coi^^^ 
record. The record before lis on appeal 
thuSJ dibtates the parametera of o^fiS^ review. 
We 'eamfot look eteewhiere to Jm^ 
tion for the Boa^d^^ de^Mbn. ^Ptirlher- 
mbre; the recordvi^fette the reStiltg of a 
proceseding in thfe <FFO ' during ^wluch ^th^ 
applicant has been affdi^ed aft bppbrtuhity 
W briiig fbi^ tRe- f^tig thou^ht^necg^^ 
to stijiport his 01' Hfei^ position; 7 Ac^sbg^jpa- 
njlng' ttie ^ecoi-d is a^ detailed <)pihiotf frbm 
ilife Bb&j-d:' ^W^^^ eaqn^iy held 1hat 
ffie Bbai^Wk bimiibn miist eSqiHtate 
tuil cofidu^ions; ■ Wiatbling * US to 've 
i'BMay v^^^the^ thbse bbnclusibiis are in- 
deed suppoMied by '^^ub 
C9n^ne4 within^ t^^^ See Geckt^ 

u DavidsoTi :116 F,3d 1454^ 1^0, ii 
?^PQ2d 1030, 10$5 (F^^ 
hpl4ihat tl^e Bo^d is rjeqiiired t^^ 
ipaite op^ specific fin^g^ of fact ^ 
conclusions of jaw adequate to fpnii a basis 
for pur review/'),, . ' . 

Jn addition to" tiie lahgiia^e 
discussed' atiove, Btipreme Cbiii^- jjrededeiit 
snd the laisr of ouf .^ister.. also 
indicate that "substantial evidence" review 
is appropriate in view of the plenary na- 
ture of the i^cord tefbref * us. " The Su- 
preme Court has stated generally that the 
'Tjasic requirement" for "substantial evi- 



denpe^!Ki!^w i& thatvtbfti^ncy ihgadng 
prQdUQp. 8; record that aen?0s::as: the :fbjant 
daMon^ior^ the.Ag&n!^^^ action, S^e^^Ov^r 

l^^taa* ;Ii.Ed2d^: l06.r(K73); 
"i^ubstantlatl, evid!$nce?^revi€sw:.t& appropii- 
afervwhen .iieviewijag -flhdingsemad^^^ q £i 
heaito^^feeotd")^ itlix^^wr*A;o::the.;Courtiech^ 
oed^thifei^e piri9j^vdeciisi0^s.:w^ 
that ^v&l^batfl®tial^eyidence" reyiew^^ tiie 
apprQpmte>vStaiidaX'd foir*^-ouo?:vi*eview.j:bf 
Board factfinding. See Zurkd; 119 S.Qt. at 
1823 ("A reviewing court reviews an agen- 
cy'fe reasbiiii^ tQ;d^ti^&ttflne.whethe is 
farbitfeiary'. 01?- -caprid^ if ^iboimd up 
\dtb: ai^fecbrd^l^ed: f^ctSaal condusion, to 
dete^rmiiiBjwhetherjit is supported; by ^sub- 
stantial evidence/"^ b i r< ; } - ■ c 

Chrysler Corp^ V, Z|<3.5r^ . 472 ¥M 659 

t^.jQoij** ^adUtQ Ti^eteririine;'^^^ the 

^'^bitjra^^ dap^a^^ or tlie *^'sub3tanti^ 

^yidQ»p^" .^^^ shoiid be ai)p to auibch 

mobile ;saf^^ st^nd^rds pr9^ 

th^^ ^eiei^i^. ,^f . T^arispo^ationV Those 

^tandar^.emOTg ra^^ 

d^t^d^genqy.r^^^ 

ript "/or^d^^^ .^enkei of pases ,si^|y'ec^ 
t^.^^Mtiqn^^ 5^^^^^ 5^7 of ftie Aj^ 
agency Vgue4/t^^^ appx^c(priate\stany 
dwd. of r^yiew deferenti^ 
"arWla:^ Gapridous" . stands^^ 
the proij[jiilgated safe^ standsuxis emerjged 
npt fr^j^^ but fix^m:i^^ 

fp^piaj rdepal^ ,4ei^^ ^^ 667^ To 
fio^ntrau^, th^. m argued 
iJ^at ^e^default^^ s^jpulAnptappj^y, 
because the safety standairds arese ;^pm 
hearings compelled by statute, and thfe 
scofte W appellate f^view was - cbnfined to 
the rifecbrd made b'efaPe thfe^ ag^^Sy iti ttil 
informal rulem^ikmg ^^prpceg^^ ^.J?^ ' H 
The^ court conduded ^that :tJje . "suiDstantial ; 
e^ddehde" test bf s6(ition 7%(2)^ • 
%piy biefcause tlie ^ger^cy w&, requii^ by 
law to compile >a-record ^that would restrict 
the scope of appellate review. -iSfee icL at 
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6fis8c ; : Gonsequefitlyi oply thei^vide^ce in compiled hy .the Board, .w^. ^ccor^pPgly 

tjie ^record mxM be uged by the appe^ate ec^glude that the -''substfin^al^ v^^^^ 

cpuHi to justify i)r t^te the agericyiscttoiii stwi^ard^is appnopnafe for Qu? review ,of 

Iq contrast,;. the <?Qiirt noted that whgn an Boaj3di factfindings. . See./ . 5 , \JS.C. 



ggeppy i.deqsion; is. mad© pn.^|*th? hagis. of 
d^^ta* . CQntaiped. iri. i<is..©wn :^i§-or m its 
Q\m> .:yiei(p>^iQr . opimon^ ..^.^^i. a reviewing 
cannot test the nUes ^/proniulgat^d 
agaijist the evidence in the agenpyfs^jec^ 
ord.*' Id, at 669. In those circumstances, 
Me ' more deferential standard of feView 
wooMbe %ropi*iatev^^ V- - 0 ?^ ' • 



§,i5[()6M). ; V - . : ; . 
^^ t^' Other ApptMU Stdf^^ of 'tte- 

[5, 6] Whether ;|Jie Board i^o^sessed 
jurisdiction to continue the interference in 

ord^, to. 4^4§ Wj^e^^ of Gart- 

gidje's dsdnos .j^ a qu^tion. of law . jtfc^at we 
rey|eW; de npyo,, See^^Ia^^ 
foristnMo- v^^^ 93 Fid 1537/ 

l^ft^diifg recprdi pxeduced by t^e QV^ti??^ . 9^ v> • • ^^^^ ) ^yi^w <fo 

?(g€pqy/,pj^^ -.Ml' i)c!tq, We reyiev? fw an -abuse of disc^jBr 

tiie p.C ■ Cirpyjt^co^ the. J^ sti^n- tiioijj|he ^oant's dec^brion .1^^ resolve^i^ueg 

^rd^ of revieWj^'anid^^^^^ o^ ^pf^tentahility that were^ not placed 

distijactive of Ipapaj^pli;. i^ue by the .partij^^^^ tjie interfer- 

\^a1; it a<^ey^es ^^^P^^^; '^^^^ ejaee! ^e 3^,iU.S,p.^^^i^^ 

nol^is^ to require subste^ ti^t the-Bpa^(i "w<i?(;de1^r^ 

^&^vMfm pr'pat^tabiUty*; dur^ CQurse-of ;^ 



. V^^.rJ^asqn^ ^f ,^e p.C, Qi^ui^^ also 
^^prts our conclusion tbat^ "subsisj^tial 
evidence" ^evj^ appHes ^yjjen ^leiyie^r 
Ip^ CQurt. mj^s^. ppnfine it^ reyie;^ of age^oy 



T^eeedmss to wjiic^ ii ekclusivel;ir^ a^ 
lies." DcAa ProKSsv^ 
(emphasis added); see also vL it 683 ("Tlie 
['Substantial evldeiice^ test] is only a specif- 
ic application th6 ['sa*b|itxary,i(^pridou6- 
test], separatelj^ recited in i the APA , v . tp 
mphasize :that j in tbe-^ease:. of [section 
70g(2)(E) J pi?oeeedirigSf the factual support 
roust be .foun:d . in thei ?ck)sed r.record bb 
opposed to elsewhere,"). Z :, 

Because ouj iiiieview of the-Bpafd's .de- 
dfiion is confinedj to;- the/ factual j record 

%, Wib recog^fe that a *, disfmctiSn ' has ' ^een 

- jji^awn between JS&hiiM 'ahd MdiiiSI^^ 
M-I^s to detemiijie \yfaich' iAJ*A: st4ndarij ^tfi ap- 

5\y, with thp most deferential .stai^dfrd 
lougKt to be applicable ^ review^ 
'^decisions ihade iri iiforinM settings. 6 
Mmitidstrative . ^Cawr §;51.0i[2]i: at =.'5W8. 
. Tpiis .distinp^^ ajoriefi hQwey^^,> .ca^pt'dis- 
. positively im^ the:sian(i~^d of review ^es- 
- -tibh Avhen agfeht^^^ by 
V k Idw that alsp rerquiresi^iclosed record to.be 
made/of rlljip..ptpqep<^ Congre^^.has 
[ limited the scope of appeUate .reyieW 'to the 
record made of the agency's dfeliberatidns. 

8. • Section l(64i(a) Jrovides'that:- 



interference) Xemphagis addg^);, 3J.JQ,K-R. 
i l^l(a)v (1999); ® Pfrfoim^ f886^JK;2d,l^ 
3^; i2 TjrSP(5^ atl 
in,,.§ 135(a) ...^cpnMnp^ 
wl^i^n pate^tabiii]fcy placed ^.at ispvie 

4\iric^g the .Pfip^fo^^^ ii V^wid 

contract tixe^^^ of the le^- 

i^latiofi^^ t^^ c(pd[5reft»?e tp^4^de 
q^e^tipM^pf |iei:e 
h^ ,l?een , adduj^ appixipmte 5ecr 
qr^l").^^^^ of dpcretion :,o^^ 

v?^en a 4^^ based pn an errpj^ieop 

During the pendency' of the^ interfeteiicfei/if 
the administrative patent judge becomes 
aware of a reason why a claim^desi^at^d 
to correspond tp a count may not b©pateBfe 
able, the adinixdstrative patent judge may 
\ ^eidter an ordeir notifying ihetparkesi ^8^ lie 
Teason find setif^.;time ^yit^ 
p^rty may present ..^15^ yie\ys, , in^iu4^ 
- . argument , and' any suppoitmg 
• aM/ in She case of^the' party , who^^^ 
may be 'unpat^table;. any* apprtjpriate prer 
, /Un^^;motipns-.t^dej^^ 

^7 t^Ri § i.6?4M(i^9'W ^fe3): 



9 203 PEDEM>lftTepOie§rall^i3dP^ 

R.L. Cfuiuks Gqnstr. Co., mi^mW^di ^^ri^^Hirimt^'mmaii^ldeti^M 

10% 22 USPQ2d 1321, 1333 (Fed.Cir. ^xm ^^^.p^sei^iskS^tam, 

that we review Board factfinding; :for sub- 4ip|>lM^itiohr^ah:d -;j(l.^^^^ 

stantial evidence, we will modify the sec- life^teid #fe'gtatS/>*^' • vtv . : , ft,;.; hniixm 

' t7-i9}= XVHefliei'-^^^elfaa'm^^^ USP(^ 1157 (Fed.Gm;W).,tbrt^ i 

f.j^iiiax:.,j:iL rt!_iifiuv..,. . u- > n Sioner resDonds that PorM^^'k WifiiH..o«,«i. 



ocw^merence^^Hl^;^ of^Oarta^^miW bep^&-^^^ 

terfeinktito IS a'pi^ (iuestio^f^:^ ^i^tit^P^»Wihtt)Uc^ta^^^ 

mW)^^'ih^ '^^'mSsa^\o '^^^'tion '185(a)^set^;:fortfc/the G08^ 

sipl' ^d 'M^fi ^i^kent^' 'thi 'feiSii sioner'Sj*authorttyil30' J detee ? interference 

Cdffi^ siM'-^edde^^^^^^^^ pi-ocee^gs and th&'Boartf^ jtufedictitift^W 

m'l;:."): '''mm^WW i^MMm ^^"^^^ issues^tiiife to laddMty ai«ii:p# 

tibii^ fe"'ail- obvioW^k^^^^^ tegsr S^tis6if. l=35(%)iprOvMfeSc^ 'r^^ 

«r5ee^^*ai Mf&i ^ 9k»^ P^^^ .V -..TV..;.:, 

ti^§I»Q2d at KeiiSj- Ketn^s-'^ Filtd at 14^ ■ W^&^ev^ an appUcation. is niade^foi^ 

^'#-1tJSl^-kfe'lSSi%Wliw'rt|^ f> a' :patetit:-wliic*^t to? theudi^on^ oKHifi ; 

tiienfforiflubstantial evidenee. ;.i^:hi.;a :v.4^'°IW?%?)V?^^>rF0J^4 . 



^[10l>. iGaiftside-rargues ihat ithe Board iive 'notjoe,, p;f! sji,c.h declaStipn!.to.'& ? 

^>,j.i.^i^.x-;=^.. . . ^-applicants, ior the' applicant, and ^pat% i 

.?«vjcv^vowa^.wq^;tir^niain^ aiiier.ii'iosrgac's f Jn 

withdrawal fronjiflhe iinterferenee./^.Gart- ■•<*etermin6v;qdestiong:^f; prioril^f ,ofi.t^g.| 

sitte ' thus feoritlids '^tiiaf the 'iiitei%ence aaid..»^^:13etefiniifa^ ^efetf^^J 

^y^Jm.i^^oiy^ md,mi the ^.vi€p^»wC^ 

patentabilily issues should have been de- 35 U.S.C. § 135(a) -(W). (emphasis. jadli 

aded by the examiner ex parte. Gartside ed). In PerUns, we held' that und^f 
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J 135(a), m Board s^(mW decide isftaes coitesponding:to a countr did not divQstJi^ie 

relating to priority and^ patentability; that Board of jurisdiction overtbe interference, 

are f^rly raised ahd fully, developed durr See M at., 1421-^,^ 40 USPQgd . at. 1159. 

irjg;,the;inteEfemnce, despite , the., permisf We>rea8one.d ithat.once an interference has 

ttTO.aanguage.<)f § 135(a). with respect.to been ■ prpperiys;.declared, § 135(a) directs 

patentabiS<y,.i8sue8,.r. : Sep :Perhm: . 886 that tfee; Board i'fshaU detferroine questions 

rmm 328-29, 12 USPQ^ at mo-ll; of priority,??, ^pd that under-Perifcim the 

mi^o> Sckuhe, 436, fj^dr! at.;'792; .45 B.oardLishould , resolve priority issues l^jfit 



irSPQ2d ;afc 1774-75; Wuiiv,: -Wapg, 129 
F'.3d'1237i 1242, 44 USEQ2d 1641v;<v;1645 
(Fed;Cir;li997).., me noted .that the -pewiofi^ 
ave idanguage.,^addres8es. 'Jthe . situation 
•Srheto r^patentabilily is, vnc^j plafled at; . issue 
during., the priority^ contest^iibUt it would 
contradict the ren^dial purpose.of the legr 
ialation ifithe Bo^ cotdd refuse to-dedde 
questions «f patentability for which; Itheije 
had been ^ajiduced an^appropriate reeordv? 
£ee Perklmirm) F^d at 328^ USP<^ 
at 1311. 

i :In Gttjm^ ext^dgd Perkins, holding 
that eyen ifirheo a, party :at|tempts.:to tenni- 
iiate the interference by disclaiming; all of 
its claims relating to the count, tJie Board 



have: ,b^e?i :, fully,: developed, wbefpm ; ti^e 
Bosjrd,. Seeiii, . . .i. 

Based 0ri i^ei^ and Guirin:,' vfe Sigrek 
\«1th flie Cbttiiiiis thit Porgad'^ wit^ 
difiwal did n«it diveSt'the Boardbf juiisdic- 
tion over the int(ETference,'''kfid ' tH& the 
Poacd^di^ no]^ abuse,its dificretio©. in decid- 
ing the p^tentabm^^.(^f Gai^side'sl claims.. 
^'^^.^S!^^i(^i^^,^^ph^Qd ^ remaiiiing 
issue ;Of j)i|iority lather than patentabflijy, 
with/ij^g^,._Coimni8sio^ 
h on ppint, ' ' In Pqi-- 

gac's no|Bc^ ,|x^ hjk request. for a 

p^ai, . he^g, FOirgac ,autboriz;^,d the' AP j 
to, qffficei ciam^, 1^ 2, and 13 firpi^^^ '05§ 
patent^ see^Papoc' J^^^:,^^^^ at 2, tke. &nc^^^^ 



^buld dedde priority when priori^ i^suej^ f^-yi '^^lViiv^e^^ pf Gu^^ .<^sclaiming Ms 
have been fairly raised and ^P^Cf to tha cqxint imder 

at the Board. W/i^ M 'FlSd at ^ ^^^^^^ here dis 



E421^22; . 40 USEQ2!fi~ fat :ia59.:, ) In \ that 
case,; Guttut :atfeempt«dL.tQ,5t^ 
interferen<»e by dis^ajming^ihis lOneficlaHtJ 
t%at corresponded f tot ttie -..^unt^ ? iseeiM 



, |j ^t/.^e' interference was properly 
declare^. , of om* reasoning in 

Gwirwi ' hinged on ' iik fadt that ~ § i3S(a) 
ifianda^i that thia Board "sfuaU detemnne 



U&G.;l,;2^' (1994)^^4,i50ving(to .dism^ queisMons ef #iority,^ in PerAa?is wtednter- 
ffir lack -ofr^urisdictiw; mbthe.^^ iwetefl. the-ilan^age "may deterniine -is- 



l^fe of rcont^i^e^py^ iS^ jSiiii^, 96;iK}3d 
ati ;42Q, 40 JJSP^, atjll58.,: Guinn.aPr 
gU^ :thnt / absent/ ft ^prio^ty i dispute, (the 
Bg^d^lacked. j]U|:^d|ctu^^ 
n|^j;4,j^[ainst him'mldieliii^ 



Bufes otpateritability'^ as nearly hiandatory 
whfen those issuies have' been fairly j raised 
andvfqlly developed before 'the Boiard;^;:5ee 
Peffci«s,: 886;.F^:at 328^-29; 12 :USP.Q2d 
ait.l31(>-ll. : ; Morieover, as witai the priority 



iuantrto.37 GjFJl..-l.l,66i:^ issues m-Chmifi, taife issues.:^urrouading 



than dismiss, .htweyer, the : jBpard entered 
judgment ag^KC^^ l^^u 

' ; G\^ kp^^^ affirified, M^^ 

% that th6 d^^ 6t ciM^ 

the issue of the patentability of all of 6art- 
^ide's -clainiganr a preliminary:;motion ito: the 
- APJ, .Gartside opposed that motion, and Fbr- 
gac in. turn replied to that opposition. . See 
Papers No. 20, 29, and .36. FoUowing the 



the; patentabaity of Qairtai^e^S clam&:^were 
fair^. raised a»d;;My deiijelopetf during 
lihe: proc^seding^?!;; Aeeordmg^^^ 
that the;cBoarjd{)ip^pperly resolyed these 
issues under § 135(a). 

API's grantingrin-part of Gartside's r^fttioiii 
Gartside further developed diis issue in hi^ 
i^uest for- reconsideration. 5^^^ 
: 41, ahd:43, J I^riMvef; the APJ ifide^^ 
raised) jand d'eveloffed the; issuer'df the jpsttenta- 
• biljty. ofvclaims, 41, ^45>^ and 46. iri^rhisnyua 



urn 
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r^VL} ^ Aso wfe ' ' acted* -st^j:^ ; ?MoredvtKrv>w4 agfred ' witfl tife ©ohmiigi 

eitteht that' tliei siea sjoie^lS^^ 
tfeat^ Fol-ga^-^did .hot^'-pl'^^^ly^ 
pdtentabmty ? ^6^ ' t^BseUlda^ 
fiJre the Boardj -^e &^ee Mtti'tlie>^©^ 
iteiSBidh^r^tlmt Bo^ iSctfed -i^thffl 
dfefcrelibh'^^te • dedde- the palentitbility^ of 
those claims based on the publid mt 



procediifal safegukM^ by -the*^^^ Tm 
fm^M reii^and tethe-^>^^ 

iAgM^idaiml^^^^^rsT C.RK- §i :L683CoK2| 
(1999^'Vand>hb^k<rits JfiFfee tovfilfe;^ coritinua^ 
tfoh appUyationi:%e:87'0:KRir§b^g^^^^^ 

as njoted.in J^fHam^^d i^ejac^j^^ M0i?feOt{ei^ : §i7 'XX^iRj^ 4 .L639^^^ei^idi^^ii 



SjW^ jin^ r^o , wgy 

3s8fi^ tfie l)at»i]Sf 




aiM 4iii;uf^;t^^ 



By dieddihg the paferii 



45^^ 46, the Bo^ci^ another 
rouhd of! duplicative . argimMt^lbp^^ ihe 
exMainer and Jicmey^d a tiine][y re§^ 
tb Sie benefit of 1^^^ paur^^ _^ 
iii. general^ As we state^i m PerHr^: ' ' 

>rThe jBbardj . bj?; re^l^TOgibbth^J{M^aI^ty 
V and ^patentability ■ wheii;oth!^§e qtaestiot^ 

iarefuUy^itresented^ settles; fa^ 
v;irights;rfbetween;^!:the ^pdrties^^^ut also 
b^right^i ?6f ' concera itt) the^Vpublil /The 

publiednterest ifi t^e b^efit8)Df aipatent 
S ^^ygtem 'is b^&sfr^^et by^'ptocedureg^^^ 

' resoiye adininistratively - ^ Question® ' af- 
^ 'feoting patent vaUdit^ tiial>> arise before 

: the^Pfb/ Tb^ido^bthenvis 

thig i^O's 1^ pfesumptiVfr^ 
] ly; ^valid patSettt^; '36' Utei^§- 282>^ aiid 

thtis disserves theptibUc Meite^^ 



" of .d^mis 41; 



paiiy Nfe intl?toduee;:WidOTce:. in stiij^^ 
motions, bppo^tiiD^, :i'¥ind li^epMesf andHS^ 
(?,F,R. § li640(ie)(3) aisQ^effabtes a^p 
introdufetoevidena^ itxtfeespoiise'to lah 
t#;shbw>Jcausfe 2 MthoUgfe<©ai*B a^ges 
tiiat 'he ^is^c^ptfej^dicc^ 
^sort?ed pr6cedt^aj>sale^ 
^ti6nsiii^sitM^afly^th(^ 

In sum, we conclude that the Board did 

MtbfeiT M¥feiti&iirt 

ihte^ferencelM aecide^&^ patfetttabilitj^^ 
Gai*Md6^claimsi y:n A -rr- mtmx . 



on 



c: 



•J 0X12 



mtamlity of Cldiim SL Isoi 

rr^tm^ GaSMde1i^rgUjesii*lM^ 
^d in hd(Ung d!ai»i& ^^^^ 
44v^;'^d 47:^£mp^fiteble^^^^ 
caug^4;he^J^ferafi(ces>^^^ 
gest t&e- <ilaiified5irfi^ G^feMe^if^ 
<djialiyif^^nteMs'Offi^ and^! '! 

ipkt^nt&' al*^ dire(*tB'd tdpfffeigSw^ crj 
pi^bdessesi aiftJ ?tiiaft| th^fg ' 'ho 

ci^^fi?'- ^ ' craddf^^^^^^ 
fuSihetass^rt*^ 
aWfey from eTtij)l(Jyi^ a qUerich fii cdt§|^J^ 
brad^g. VT^e-' ■^CdiAimssioner- r^pofifl 
that the claiffis'^^wdtad fiaive "Men^'d 




(pr Qarte|die's ^d /2Sf5,^. pate^ 
Perfctti^, 886 at 32^29, 1^ US]P(^ eiement' of iJie claimed processes. Tnig 



Gart^ide t>rovidi^d with .additional oppor- 



Gotfiffiissforiler argj^es that one of drdi^mx 

iie patentability = issuds ibe-^ 
t Garteide's BEAI Bn SM^ 



'iponfe holding of^fanjjatentabfUtyy to* which -:»*imities=to:deyeiop the patentability issuebibe-^ 
-GartsideLais6 'fc6sp)ondedo >Scfe'.PaJ>fei^iNd.i 41 • fdre the Board: 
and- 47i^ lEven - after : Forgac's '.withdrawal, j ^24, 27-30. , - 



^^^^ 



V 



skill in the art would have been motivate 
to combine the *646 . and *235 patents, . as 
they both attempt to solve the same prob- 
lenj, m, jcont^ued thermal cracking , of 
ttte^cmc%i| product Tlie Commissidner 
^so contends tha^ patent does lipjt 

teach awajr fi^ quench in 

catal^c cracking, 

- {13, 14] i^L (dm^ inyehtidn is unpat: 
^ntable as jobvipu^ 'Hj the'differenceis l^e- 
tween the subject matter sought' W 
patented and the prior art are such 'thiat 
the subject matter as a whole would have 
been obvious at tiie tini the iiiventioh was 
mad^ to a person h^iying ordiaary sljall in 
the, art tq ;which said subject^ m^tt^ per- 
tain?," 35 §. 103^^) ^a9M^^^^ sfe 

1616. *^e ultimate detmrOnatipn . 
whether an .invention ris Qr is not;obyiQus,is 
a ]egal;Qanclijsion basgd on;iflid^}yii}g |ae^ 
twal inq^iri^s it^ciudtpgr r(l) tJie sgqpe and 
content of .the pnor^, aj^V; (?) ti^e level of 
Qi^^ ,skill^:in the ,jprior jartr 
differences /between, the claimed^ ii^vention 
and the prior art; , and^^ (4X:#j^tive ^ 
d^nce,^ of: . nonobviousn^s/;-^ DemM<^^ 
l,75F.3dM9S8,50:USP 
Grohm^im to at 17-^iav,;86;& «84, 
1& 545,: l/48,USEQ. at 467). m 

have fiulJti^ indicated best, de^ 

Jfei^e agjB4n§t , thejp^ 
traction; of , a hinds^htrbag^ ol^viftusness 
anfidysis .i^vrigorpus.iappUo^^ ogthe.re^ 
quirement for a showing of the teaQhing or 
motivation .to .cpmbine pri)E>r ajrt: refer- 

^ences" ■ /d at:999^ 50 USFQ^d s* 1617. 

" That syggestion may ^come: - fromi i# 
afia> the tQachinge of^ them- 
selves and, rinsomi^ cases, fi-^qa ithe nature 
of . the, .ptobleinr ;to be. solved: .^^e ^Pt^ 

75 F.3d 1563, 1573, 37 .USBQ2d: 1626> 
1630 (Fed.Gir.1996); <i^Q2#e^,>^149 F;3d.tat 
1355,47USPQ2datl456^ . .-i: . ; r:; 

' We. agree with the :Ck)nmiissioner; that 
substantial evidence supports the: Bcmrd's 
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factfinding, and that* the Board correctly 
concluded that the clafcns wrae unpatent: 
able iKmder. f 103; As an initial matter, we 
agree Irath, the vComnMssi^^ that substan-^ 
tidl evidehce supports the Board's finding 
that €ta*fflde's.?645 an* *235 :patehts>cpnt 
tain all the#nitations set forth in claiin 47i 
See Gartsid^. Paper No. 72 at 12^13: . y Tk^ 
Board fouhd that . all • the limitations of 
dSum 47 are foi^nd in the '645 patent, 
except that the- !646 : patent accomplishes 
crackihg by^a thermal rather than a 
lytie mechamsrii^:/^^5^^^ JPaperiNo; 
72 at 13, This Ending is j clearly .supported 
by <Jie?f(dlowing;dis€l9sure in tiie '645 patf 

'if^^d^n^ idme of ato; d.(^^ 
onds, preferably form [sic]' 0:20 to 0.30; 

I ;j|h|t; product ft-om 
^tihe\ splicfe, in *^epara^ 8,; . • and th^ 

t product gases p^s overhead . t^^ 

: line 22 ; and are imnaediately quenched 
with typical qiiench oil that ig; delivered 
to line 22 thfojigb : line 36, ^Th§ 
quenched product is passed through a 
iiyclorie 24 where entriihed solids are 
"'"''mtioyed/; ■ 

'$45 patent, col. 2, 1. 62 to col, 3, 2. The 
Boai?xii >found^^ the ndssm^ limitatdon: in 
tte ^5235 patent, which teaches that the 
cMnicSd^tapparatus may be used in catalytic 
cradang^,:process€iSv inv<rfving-: quenching 
andf,©E^aration ;Steps ds inr,claim 47/ ^66 
GtoTisidlej Faper No. ;72 r^t-d3 (citing 5535 
patent, col. 4, 11.- 42-47). ^.-Based on the 
foregoing, we cpncludjB that the Board's 
fiiidihg tha£ ^ the limitatioM/pf ^ 
claimed inventio^^ are found; in\ dti^ 
side*s '^S jm3 '^6 is: aupp5rte^^^ 

SubsfMrtial'evi^ ' ' ' j^jj.:.;-^:^ 

"^Gartside further contends> itfeat vthe 
Boa&dierred in ^fin(fing that: suffibfent moti: 
vation existed to combmeitieii^ ,and ■23.5 
patetits: -to: arrive' at. the invention iii claitn 
47:^ Seei^id-at, 14v.: We vdisagree; A^^^ 
Boardyindicatesj the>'645 patent laiddresses 
the problejn=:of hot particulate ;isblids cour 
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tiatmig:to xrack the ift^oxiuitaaf^ 
slredfe4Jiermal^ cmcidng : r^diidh tkd^i Ibe^ 
completed, solving! thai priibleiteih^ 
ingi B /jquench frffcer prima^^ 
i^bfcihg pa37<aaes'frGm>^^^ 

foundl^ati the*Y235 patent ^stiggfests^* that 
thB'prg^ehdeiotrSither hoi ^ete^ hot 
featsdgrtiic^ solids iii.th(^/pr6<fiicti:*stream may 
ciause iuri 8^e id:- atblS 

(dimfc^235 patenti^fcoLcj; fi/(6-.ltt), ^ese 
disdosur^; : proiizMe r?«ut)siidntiali evMtence 
siqipoiTtihfe .th«jf>^B©a^dfs^find^ 
brdiiKaEryf^sWE'M>th<^^ heSi 
motivated^ ?alsov to applyi ; tfeiei .teaiehings Npf 
the '645 patent relating to arresting nndei^ 



9 



lES 



Ro&d'si finding ;4fcal ithis vdiselositrei dbds 
not t^aeh^away: fi^ tKe daiifaed ih\^ntioni 

^bIW relating 1 





err as a matter of law 
37-40j^42--t4 ,and are inyahj^ as .o^b^pus. 
li'ave cgrefiily ccinsiSered GarCsiiie's 



additidiiai aigiunents' but fina thefn uritter- 



suasive. 



^^^gpa^^P^^ ei^(Piil^iS^^%^ Mid 

l^M'^.f^few 41; 45h'aiih W-^e uni)a1^ntable inKder 



muze 




:>0O 
.HP 



- <}^ide also as^rt^^that^the ^6- pat- 
ient te&ehes &^slj firbta-^fjlyfflg^^^ 
eeS9^S(fiiseloged in th^ ^646fpateht to cataiy^ 
ic ifeaettioris; * T%is^- 'cbntiBtitibh is ' wflih^ut 
beliti • -G^tside ; dt€i6 'tfife' foHbxving lan- 
page ;fr&n ^)^iit: 2£ - - - 

. ^Jn .vsome reaction sj^^tppis, specifiGMly 

catalytic reactions at low or jno^eiiate 
^ temperatures, quench of the product gas 

is lind^sii^ble ' fi^m si jc)roceiss '» stail^^ 
< : point;^^' Iri dthei'i^feases^ tfie'^qkeik^ i^ 

in^eetive -in tenniiiating'^ tfc6 r^ti<&ni 
i/Tfcis; these r^adlonfis3^tfe^:p0e[^iij^^ 

tfiediate: separation ofetiife T)hasepii6:»re^ 
-imove catefiilyst feomi' the >gasii'i)hafeeSi 
^- :Once the lalalyst as *riemoved/ the 
>iianism 'for ifeactioh is nd logger presenti 

ca^o^^^^ file urj^esii^^ 

(juencK ufe4^^^ catalytiie reactio^^^^^ -(^ 
nwd&raU .temperatures, ' liof^ '"this nigh 
temperv£Siu*eT:?eai5tira iriHiie;J645 
patent, ^aiidlteaches' thafein mother undefined 
sptdms, oqtienchiAg See 
Gdttsidey' Paper N o. i72 at - 1& ; That iis not 
a 'Clear '^teaching aiv^ay^-- ftoni ^use of \a 
quench in all catalytic feysteinsl' Aiecordv 
in^y^ : stibstantial' evidence ^^^supportsi the 




I- iQ^^li^ed brf'^^fe^%46 pate ^^^f 
the GS^taPoS ^pStehtiv ' 'or on ■ those • tvvo 
i^^tfeflfe' ih^Vifew of iikl^ntrr 
stae'^blitiOTid^ M thte^^BbfiPd ik c6^^^ 
bihiriglthbse-^al^hti^ 

teac:Mig ^uggeS^ii tfif -use^a 0.1 to 0.6 
feecoiiB'kiiiSticl^I^ehcfe tifeie'-iii'a cataiytSSd 
d-l^Mrig' prbiSgs^:' '(3&*tsiae' fbM ^ar^efs 
that M^-^b^l^^oif tihea^ectfed^'^^^ 
dSsMbed'^Hi ijie e^oM J^oMsbn^ Oedara- 
ti&nVHG<riistitufefe%^^seeo^^ 
Weighlii^- iri^a^OT ^ 
tt^t the Board-^eb*^ i^^^ 
reisuits; ' m ebnmidgsibiS^ 
the ^Be£a^'^feoi«^cfly^^heid 
w^^fe^'Cittpateitable; that<the fiioti-^ 

vfitiOii^ ib co*ribiiie 1^6 tfefe^ences iaipesS 
firom^tif^ t^^fec^ 'te as well as 

the ^iatiare setf^ the pi*6blem to be solved; 

i maximisiriig- ipeactibn ■■• conditions in 
cracking •pt'ocesses ,by^ ififramialffg refe?- 
deride tim^r^ ' The; Cbhm^ssibn^ 
coritenda :tha;t Gartside'sevidehce of uh&c-^ 
pecfed t^ulta^is' not^^^robati^^ of nonbbvi-' 
oilshei^s^ as the examples vdisctosed- in ^thb 
second Johnson 'Declsd* do hbt corre- 
^ond to ^lahy - process ;witiiin tt^ scope 'bf 
the dahns at issue^ ' . ; ^ : J 

f We' agrei^'with' the Commissioner that 
substantial evidei^e- supports the Board's 
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motivation to combine Boaid. essentially :ad6ptedthe^ 

to shi)^:<5auseas: it :pertained to the second 
Johnson de6iarjrti<^n,; finding that the pror 
cess i^ecited 



findi^jg th^ a 

the '645; *23S, and Castagnos patents wose 
= from the^ teachings of this references? thieim- 
j seltea and the nature of'tiie i)robtem to^be 
j solved,*** As the Board found, use #lbw 
1 residence times to arrest undesired crack- 
' ing in the '645 and '^5 patents was ^art of 
a "trend in the it tbwardglhort^ 
times." Gartside, Paper No. 72 at 27; 
see '645 patent, coL li>ll, .61-€7 (disclosing 
residence times of between 0.05 to 0.4 
seconds); 5'235'patent, tiUe ri]0\V ifcESI- 
DENCE TIME SoilEWJAS SEPARA- 
TION DEVIC]^, Al^. SYSTEM") and col. 
7, U. 26h^l (disdosing thkt ac^justment of 
the blMeSd^ a|jiaf^tes ma^ yielH r^sidkce 
times of 0.1 &d 0.5^ k^cofic^^^^ In view of 
this trend, one of ordinary skill who was 
^t1>emi)}^g k) mji^^^ undesired. 
jn^^c^di^,:^^^ directed hy 

pehifWp paten^ to,^^ 
whi^i i^4scr|be§ low^^^^^ catalytr 
ic j^^9feion$,and w^ 

residence ;tipe^5in :t^ disputed clis^s. Sm 
eastagno§ patpnt, col 2, :)!,( 6-1,2i (disclqsing 
i^ldencie ^(bs .^f . '*about. 0.1 ■ tojiaj^ :1 
second;'). ,,\^ccordmgly^ we collide that 
6ubstahy# iavidencevBupports._,th? Bo^i^d's 
©CMlittg^ titbat a motiyation ,j^ted:.t^ 
bmfe.ftiiese pi^teitits tQ> Qhtain|the inyention 
claiitied ii^^feims 41^;^^^^ j;^:. j 



side 
erred m 



kis o ar 

that the second Jojbpspn 
declaration, which allegedly contsdns evi- 
dence of unexpected results,*^- not 
v^eigh in favor of the patentability of 
claims 41, 45, and 46. We^disagree! ^The 



' f^V^^^^ not .p^erform^. a, separate 

'motivation to c6mbme''' aniaJy^is,' Btit 
• 'poratfed the' Vedison&'g ffom itst-e6ricIiision'thaLt 
7^ t?lai]ii3 k4'^ £^4do46 ^Ve^e^ ^ot patentably 
xy^tjnctj^^ c^theM"j claims thatcor^ 

responded to the' coxint. See Gariside, ' f*aper 
No. 72 at 25-29. ): u i . 

11. According to the seco)rt3)jr!9hri3qni<lepT^ 
tion, these unexpected resvdts include !a 5% 
'^mot^Q&is, m gasbline jajad-^lirid-^tfeidferably 
';V:lessrun(fesired dryvgafe ;and fiqifd&d ©etrofer- 



in the: declaration fafled to 
r^^r6duide - the separation and"tquenching 
steps of the ^ Claimed pix)cess. ^See Gmir 
swfe, Pa|)er No;'72 at 3^6. ^This finifihg 
is supported fey the dfeclarant's own istate-^ 
ments, which reveal that the. quench in the 
declaration experiment pre<^ded the sepa- 
ration of product from catalyst. iSec Paper 
No. 48 at 3, 119. Accordingly, we agrel 
with the Commissioner that substantial ev- 
idence supports the Board's finding that 
the examp^s ,in the declaration do not 
correspond to arg^ pirocepfe 1^ the scope 
of the claims, and the decrai^tion is there- 



fore not probative of nonobviousness, 
Gartside, Paper No. 72 at 35-36. 



See 



In summary, we conclude that all of the 
Board's disputed factfindings are sup- 
ported by substantial evidence and that 
the Board did not err as a matter of law in 
holding that claims 41, 45, and 46 are 
invalid ^der§.^^^^^^ 

CONgLUSlON 

€HtT in ni^tainlng 
junsd^^Qrt :A§ i^teif er<e?ic^ 

the patentability of Garteide's claims tt^ 
corresponded to th^jeount. To the extent 
that the Board's decisidn to resolve the 
patentability issuesfsurrounding :^laim& 4 
45, and 46 under § 135(a) was discretion- 



12. We will only briefly note Gartside's conten- 




Hv^c tBe>SomM^foi^^ ?d^t^theiBW^ 
vJdfl^ up^ia th^*>!«^'S<iehia|;6 mo- 

spondmg. to the cpimt jSee Gaftsidc/ Paper 

^;^Bbard that th^e^'fel^jfe^ ^ar^ • Mi;^^^ 
h>di^tinGt ftxTOtth^cQthgr 9laims ^H^pppffing 
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As jfoE 4he 'pdtentah^^EQi ^tois\)^:5^ 

al 



-^d^iK'vvfe-^-'-^ ^« ^^^'1'^- 



):)'Mvv:C^ -^{i iU'. -fi^l 
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